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Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 5, 6, 13 and 18 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The use of the abbreviations "BET" in claim 5 and "DBP" in 
claim 6 and both in claim 18 renders the claims indefinite. No definition of either "BET" or 
"DBP" is found within the specification so it is not clear what kind of surface area of what kind 
of absorption is intended. With respect to claims 13, the recitation in the definition of component 
(b) of 5 to 99 parts is not found within the specification. What is disclosed is 5 to 99.9 parts of 
component (b). 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 



Application/Control Number: 10/576,766 
Art Unit: 1796 



Page 3 



(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-2, 5-7, 9-11, 15 and 17 are rejected under 35 U.S.C. 102(b) as anticipated by or, 
in the alternative, under 35 U.S.C. 103(a) as obvious over Nakajima (US 2003/0199612). 
Nakajima et al disclose a radiation curable ink composition comprising a pigment dispersion, 
polymerizable compound and polymerization initiator. The pigments disclosed include Pigment 
7, which is thought to be acidic carbon black [0044-0045 and "Preparation of Black Colorant 
Dispersion" in [0091]. Acrylates monomers arc taught [0055-0057]. Initiators are taught in 
paragraphs [0071-0073]. Ink compositions comprising a mixture of mono-, di- and higher 
functional- (meth)acrylates are disclosed in Table 1 . 

Claims 1-3, 7, 9-1 1, 15 and 17 are rejected under 35 U.S.C. 102(e) as being unpatentable 
over WO 03/027162 in view of Ikeda et al (6,417,283). 

WO '162 discloses compositions for ink jet inks comprising a pigment, such as carbon 
black, radiation curable dispersant, mixture of (meth)acrylate monomers and photoinitiators. See 
pages 13-16. The radiation curable dispersant contains a polar component, such as an amine 
(page 8). Inkjet ink viscosity is taught on page 19, lines 17-26, and ink jet printing is taught on 
page 30. WO '162 does not mention the acid value or pH of the pigment employed. 

Ikeda et al disclose a carbon black graft polymer wherein the carbon black has a specific 
surface area nto more than 120 m 2 /g. The high carbon content carbon black graft polymer 
exhibits improved dispersibility in water, organic solvents and organic high polymers (column 1 , 
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lines 6-10, column 3, lines 1-12). Carbon black having a specific surface area not more than 120 
m 2 /g and an oil absorption, regarding dibutylphthalate, not more than 70 ml/lOOg and pH value 
less than 7 is taught in composition with a polymer having a reactive group reactive with a 
functional group on the carbon black (column 2, lines 24-32, column 3, line 48, to column 4, line 
38, and column 17, lines 47-56). Use in ink-jet inks is taught in column 22, lines 57-65. Ikeda et 
al teach compositions comprising the grafted carbon black and (meth)acrylate monomers for a 
toner (column 23, line 31, to column 25, line 35). 

It would have been obvious to one skilled in the art at the time of the invention to employ 
the grafted carbon black disclosed by Ikcda ct al as the pigment in the compositions taught by 
WO '162. WO '162 provides motivation by teaching pigments, such as carbon black for the 
disclosed ink jet inks. Ikeda et al provide motivation by teaching that the disclosed grafted 
carbon black has improved dispersibility in organic solvents and organic high polymers and by 
teaching use in ink-jet inks. One skilled in the art at the time of the invention would have been 
motivated by a reasonable expectation of taking advantage of the improved dispersibility of the 
acidic grafted carbon black taught by Ikeda et al in the radiation curable ink jet ink compositions 
disclosed by WO '162. 

Allowable Subject Matter 

Claims 13,14 and 18 would be allowable if rewritten to overcome the rejection(s) under 
35 U.S.C. 1 12, 2nd paragraph, set forth in this Office action and to include all of the limitations 
of the base claim and any intervening claims. 
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Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Sun (6,402,825) discloses a surface modified carbon black that exhibits solubility in 
aqueous and organic media and exhibits excellent resistance to coagulation in an ink jet 
printhead. Steric inducing groups are added to the surface of carbon black, producing oxidized 
carbon black having an acid number from about 0.5 to about 1 .5 meq COOH/g of carbon black 
(column 2, lines 38-62). The oxidized carbon black is then reacted with thionyl halide to produce 
acid halide groups on the carbon black surface. This product is then reacted with a steric 
inducing compound, such as monoalkoxy-terminated polyalkylene glycol or alkoxy-terminated 
Jeffamine polyethylene glycol, to lower the acid number. The resulting surface-modified carbon 
black has an acid number from about 0.1 to about 0.7 meq COOH/g carbon black (column 5, 
lines 4-9). Sun teaches using the improved carbon black in ink formulations for ink jet printers 
(column 1, lines 4-7). 

Akers, Jr. et al (7,001,936, filed 7-16-2003) disclose pigmented inkjet inks comprising a 
self-dispersing pigment and an amino-containing compound. The carbon black can be oxidized 
to provide a self-dispersing carbon black having an acid number from about 0.5 to about 1.5 meq 
COOH/g carbon black (column 4, lines 31-42). Dispersants are disclosed in column 5. The 
difference from the instantly claimed inks is that Akers, Jr. et al teach an aqueous vehicle or an 
aqueous/organic solvent vehicle (column 6, lines 55-58). (Meth)acrylate monomers are not 
taught. 
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WO 00/31 189 discloses a solvent-free ink jet ink composition. The composition 
comprises carbon black, a rheological additive, free radical photoinitiator, and mono-, di- and tri- 
(meth)acrylate monomers (pages 6, lines 16-19, pages 14-15). It appears that the rheological 
additive acts as dispersant for dispersing the pigment into the curable monomers. A method of 
ink jet printing is taught on page 19. A DOD printer head filled with the ink is taught on page 36, 
lines 19-22. 

JP 2000290548 discloses aqueous ink compositions comprising an acidic carbon black 
pigment. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to /Susan W. Berman/ whose telephone number is 571 272 1067. 
The examiner can normally be reached on M-F 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on 571 272 1078. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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